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DETAILED ACTION 

RCE acknowledged 

A request for continued examination(RCE) under 37 CFR 1 .1 14, including the fee 
set forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 5/23/06 
has been entered. 

Status of Application 

1 . Acknowledgement is made of amendment filed 5/23/06. The claims 1-20 are 
pending and presented for the examination. 

Response to Arguments 

2. Applicant's arguments filed 5/23/06 have been fully considered but they are not 
persuasive. In response to applicant's argument(see remark at page 13) that the focus 
of patentability for US049(Vatter)'s product is the cosmetic composition containing the 
elastomer combination, a solvent, and optionally skin conditional agent where Vatter 
lists film forming agent and coloring agent as optional ingredients. 

This examiner's position is that the claims are broadly drafted where the scope of 
the claims is encompassed by the teaching of Vatter's patent. All the critical elements 
required by the instant claims are well taught in the cited reference and thus, the 
claimed subject matter is not patentably distinct over the prior art of the record. 
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Elements required by claims are well taught by the Vatter's patent(US049). And the final 
product including optional ingredients(additives) is easily manufactured by one of 
ordinary skill in the art with the mothodologies suggested by Vatter's to maximize extra 
benefits by adding said additives. The instant claims which are drawn to a composition 
comprising film forming agent(e.g. silicone resin + a silicone/acrylate copolymer or a 
vinyl/silicone copolymer; an organic pigment and a volatile silicone oil in oil phase, are 
well taught by the cited patent. And thus, the claims are not patentably distinct over the 
prior art of the record. 

Applicant's arguments do not comply with 37 CFR 1 .1 1 1 (c) because they do not 
clearly point out the patentable novelty which he or she thinks the claims present in view 
of the state of the art disclosed by the references cited. Further, they do not show how 
the amendments avoid such references. Applicant's arguments fail to define a 
patentable invention without specifically pointing out how the language of the claims 
patentably distinguishes them from the references. 

Mcdermott's and Shah's references support the examiner's position where it is 
routinely mix more than one film forming agent to add benefits. Thus, the claimed 
invention utilizing more than one film forming agent is not novel over Vatter's patented 
product. 

Thus, the claims are maintained as rejected. 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found in a prior 
Office action. 

4. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Vatter et 
al(US6696049 ) alone, or if necessary, in view of Mcdermotfs(6248336) and Shah(WO00/47168). 
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The claims are drawn to a water and oil emulsion composition comprising at least one silicone 
resin film forming polymer, at least one silicone/acrylate copolymer or a vinyl/silicone copolymer or 
mixture thereof, at least one organic pigment wherein water is in an amount of 0.1-95% and oil is in an 
amount of 0.1-99% by weight. 

Vatter's patented composition used for skin care products(e.g. eye make-up products such as 
eye shadow) comprising at least one silicone resin film forming polymer and silicone-acrylate type 
copolymers such as SA70, see col. 12, lines 38-48. The colorants comprising inorganic or organic 
pigments are taught at col. 17, lines 10-45. Furthermore, US'049(hereinafter) teaches water (0-95%, see 
col, 10, lines 45-47) and oils including linear volatile silicone oils(cols. 8, lines 41-58; col. 10, lines 40). 
Viscosity agent, volatile solvent, non-volatile oil, a dry particulate matter, etc are taught by the cited 
reference throughout the patented disclosure. 

As mentioned in previous office action, the variations are considered to be minor and the 
modifications are routinely practiced(see Cosmetics, Science and Technology: color in Cosmetics, 
Chapter 44(1957) by Samuel Zuckerman, previously provided). Thus, it is the examiner's position that 
one having ordinary skill in the art would readily recognize that how to modify the formulation utilizing the 
ingredients taught and suggested by Vatter's to make the final cosmetic composition to satisfy user's 
need with better appearance and quality when Vatter's reference is taken alone or if necessary, taken in 
view of Shah and Mcdermott (their teachings are mentioned in previous office action) because it is well 
within the skill of those having ordinary skill in the art to adjust and employee different ingredients to 
arrive at a desired quality. 

Although all the elements are not specifically included in any examples, one of ordinary skill in 
the art would have been readily understand and modify with proper substitution as suggested by Vatter's 
teaching. Thus, all the critical elements which are well taught by the cited reference and thus, the claimed 
subject matter is obvious variation and not patentably distinct over the prior art of the record. 

Conclusion 

1. No claim is allowed. 

2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickie Kim whose telephone number is 571-272-0579. 
The examiner can normally be reached on Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hartley be reached on 571-272-0616. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 



Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 8^6-217-9197 (toll-free). 



Jkiel Kim 
July 24, 2006 
Art unit 1618 



